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Period for Rep^^^^^^ '""'^ communication appears on the cover sheet with the correspondBnce address - ' 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHfS) FROM 
THE MAILING DATE OF THIS COMMUNICATION " ^ ^ 

" a W^^^^^ -^^(^)- - even, however, .ay a rep, .e ti.e, .e. 

- Failure to reply within the set or extended period for reply will, by' tatute. SVe a^^^^^^^^^^^ communication. 

status 

1 )IE1 Responsive to connmunication(s) filed on 1 3 November 2001 . 
2a)B This action is FINAL. 2b)|EI This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle. 1935 C D 1 453 O G 213 

Disposition of Claims . v-^.v^. ^,o. 

4) |EI Ciaim(s) 7^ is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) K Claim(s) 1^ is/are rejected. 
Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) 0 The proposed drawing correction filed on is: a)^ approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) |S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)l3AII b)n Some*c)n None of: 

1. ^ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attach ment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). 

2 U Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1^ 

3) U Infonnation Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 



U.S. Patent and Trademark Office 

PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 21 
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DETAILED ACTION 



Claims 1-22 are pending in the present application. 



Response to Amendment 



Claim 1, stands rejected under 35 U.S.C. 101 as claiming the same invention as that of 
claims 1 of co-pending Application No. 09/549,949. 

Claims 2-9 stand rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-11 of copending Application No. 
09/549,949 in view of Ferrin et al. 

The pending art rejection under 35 U.S.C. 102(b) over Ferrin et al. and the pending art 
rejections under 35 U.S.C. 103(a) over Ferrin et al. and Williams et al. in view of Camerini- 
Otero et al. et al. have been withdrawn in favor of the rejections below. 

The rejection of claims 1-22 under 35 U.S.C. 1 12, second paragraph, as being indefinite 
have been withdrawn in response to Applicant's Amendment filed 27 July 2001. 

New Grounds of Rejection 
Applicant's arguments with respect to the art rejections have been considered but are 
moot in view of the new grounds of rejection. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed pubhcation in this or a foreign comitry or in public use 
sale in this country, more than one year prior to the date of application for patent in the United States. 



Claims 1-22 are rejected under 35 U.S.C. 102(b) as being anticipated by either Fujiwara 
et al. (Nucleic Acids Research Vol.26, no24 pp 5728-5733 1998) (hereinafter "Fujiwara A") or 
Fujiwara et al. (Nucleic Acids Research Vol.26, no24 pp 5734-5737 1998) (hereinafter 
"Fujiwara B"). 

The invention of the present claims is relied upon as described above. 

Fujiwara A and Fujiwara B each disclose the method of ligation as claimed by Applicant. 
They disclose a procedure wherein sequences from ds DNA is cloned using by a nucleotide 
sequence having a hairpin-like structure. The sequence with the hairpin like structure has ends 
with a single strand overhang. See Fujiwara B entire document, especially figure 1. See also 
Fujiwara A entire document, especially 5728 and figure 1. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 



examiner should be directed to Konstantina Katcheves whose telephone number is (703) 305- 



1999. The examiner can normally be reached on Monday through Friday 7:30 to 4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dr. Remy Yucel, Ph.D. can be reached on (703) 305-1998. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703) 305-3014 for 
regular communications and (703) 305-7939 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 305-3388. 

Konstantina Katcheves 
May 17, 2002 




REMYYUCEU PH.D 
SUPERVISORY mTENT EXAMINER 
TECHNOLOGY CENTER 1600 



